Appl. No. 10/681,822 

Amdt. Dated December 21, 2005 

Reply to Office Action of June 29, 2005 

REMARKS 

This document is submitted in response to the Office Action of June 29, 2005. In said 
Office Action pending claims 1 1 and 12 were rejected under 35 U.S.C. § 1 12 and under the 
judicially created doctrine of obviousness-type double patenting. Each of these rejections is 
addressed below. 

Oath/Declaration 

The Examiner has rejected the Oath or Declaration as being defective because the address 
of inventor Atkinson has been changed and the change is not initialed or dated. In response to 
this rejection, Applicant notes that the MPEP provides that in some cases a deficiency in the oath 
or declaration can be corrected by a supplemental paper such as an application data sheet (37 
CFR § 1.76) and a new oath or declaration is therefore not required (MPEP § 602.01, p 600-39). 
37 CFR § 1.76(c)(1) provides that except for changes in inventorship, correspondence address or 
citizenship, an application data sheet may be supplied to correct or update information submitted 
in an oath or declaration. Since the address of an inventor is not included in the exceptions, 
Applicant is submitting an Application Data Sheet with the correct address of inventor Atkinson 
to cure the defect in the Declaration. In light of this, Applicant respectfully requests that the 
Examiner withdraw this rejection and accept the Oath or Declaration as filed. 

Rejection under 35 U.S.C. § 1 12, first paragraph 

The Examiner has rejected claims 1 1 and 12 under 35 U.S.C. § 1 12, first paragraph as 
failing to comply with the written description requirement. The first paragraph of Section 112 
requires that a patent application be written so as to "enable any person skilled in the art to which 
it pertains ... to make and use the same." The Examiner provides that claims 1 1 and 12 are 
directed to nucleic acid ligands able to crosslink a target molecule that comprises one or more 
photoreactive groups. The Examiner further provides that while the Specification describes 
nucleic acid ligands comprising photoreactive groups, it is silent with regard to target molecules 
comprising photoreactive groups. In response to this rejection, claim 1 1 has been amended to 
clarify that it is the nucleic acid ligands that comprise the photoreactive groups. In light of the 
amendment to claim 11, Applicant respectfully requests that this rejection be withdrawn. 
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Rejection under 35 U.S.C. § 1 12, second paragraph 

The Examiner has rejected claim 1 1 under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Specifically, the Examiner notes that claim 1 1 is not a 
complete sentence in that "[t]he portion of the claim beginning with the word able merely recites 
a description of the nucleic acid ligands and contains no verb." In response to this rejection 
claim 1 1 has been amended to read "nucleic acid ligands that crosslink." Applicant believes that 
as amended claim 1 1 is now in proper form and respectfully requests that this rejection be 
withdrawn. 

The Obviousness-type Double Patenting Rejections 

The Examiner has rejected claims 1 1 and 12 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 3 of U.S. Patent No. 
5,705,337. 

The Examiner has rejected claims 1 1 and 12 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 7, 9 and 15 of U.S. 
Patent No. 6,001,577. 

The Examiner has rejected claims 1 1 and 12 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 5 of U.S. Patent No. 
5,998,142. 

The Examiner has rejected claims 1 1 and 12 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 3 of U.S. Patent No. 
5,962,219. 

The Examiner has rejected claims 1 1 and 12 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 3 of U.S. Patent No. 
5,763,595. 

The Examiner has rejected claims 1 1 and 12 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 15 and 16 of U.S. Patent 
No. 5,763,177. 
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The Examiner has rejected claims 1 1 and 12 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 and 2 of U.S. Patent No. 



Solely in the interest of expediting prosecution, Applicant agrees to submit a terminal 
disclaimer when allowable subject matter is determined. 

Applicant believes that the pending claims are in condition for allowance. If it would be 
helpful to obtain favorable consideration of this case, the Examiner is encouraged to call and 
discuss this case with the undersigned. 

This constitutes a request for any needed extension of time and an authorization to charge 
all fees therefore to deposit account No. 19-51 17 if not otherwise specifically requested. The 
undersigned hereby authorizes the charge of any fees created by the filing of this document or 
any deficiency of fees submitted herewith to be charged to deposit account No. 19-51 17. 



6,482,594. 



Respectfully submitted, 




Robemary Kellogg, #39J_3& 
Swanson & Bratschun, L.L.C. 
l/45 Shea Center Drive, Suite 330 
Highlands Ranch, Colorado 80129 
Telephone: (303) 268-0066 
Facsimile: (303) 268-0065 
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